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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-16 and 22-28 and 41 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Ohsawa et al. (U.S. Patent 6,509,900). 

Claim 1: Ohsawa et al. discloses a memory (HDD device) that stores a plurality of 
digital images. The entities which provide the images are inherently image providers. The system 
includes an image server (102) that performs the programmed functions illustrated in FIGS. 203. 
At step S205 a block of programming acts as a recorder and records the popularity of a given 
image which has been requested for retrieval. At steps S300-S306 in FIG. 3 a block of 
programming acts as a controller to control a condition. One such condition is the amount of 
memory space available on the high speed HDD retrieval system. 

Claim 2: In Ohsawa et al., one condition which can be controlled is the amount of 
available memory space on the HDD retrieval system. This controls the number of digital images 
that can be stored on the HDD retrieval system. 

Claim 3: The recorder (Step S205) records the popularity of an image, and thus the 
number of orders being made for that image. 

Claim 4: In Ohsawa et al., one condition is the amount of space available on the HDD 
retrieval device. As seen in FIG. 3, this is dictated by the number of times an image is retrieved 
(i.e. the image popularity). As seen in FIG. 3, the memory space on the HDD is expanded by 
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erasing images of low popularity. Thus, this action becomes a control of the condition (available 
memory) based upon the number of orders (popularity) of an image. 

Claim 5: The amount of available memory space on the HDD determines the number of 
images that can be stored on that space. 

Claim 6-7: The controller is the block of programming defined in FIG. 3. This controller 
acts to increase the space for digital image data that is most popular. That is, the controller 

increases the memory space for popular images, thus increasing the number of more frequently 

/ 

■V 

accessed images. The controller does this by physically erasing the least popular images on the 
HDD. That is, the controller decreases the number of digital images for images that are least 
frequently accessed. 

Claim 8: The users (100, 101) in FIG. 1 are the searchers that search for image data. 

Claim 9: The given condition is the memory space available on the HDD which in turn 
dictates the number of images that are placed on the HDD. As seen in FIG. 3, the memory space 
is managed based upon the number of orders for images (the image popularity). 

Claims 10-11: In Ohsawa et al., additional conditions exist besides the available memory 
space on the HDD. A second such condition that can exist is the degree of popularity for each 
image. This equates to the number of orders for that image. An image meets the condition of 
being "popular" or "unpopular" based on the number of times it is ordered. 

Claim 12: The first condition of available memory space on the HDD is imposed on 
image providers, since image providers cannot provide more images than physical space 
limitations permit. 
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Claim 13: Providers of more popular images are entitled store more of their images on 
the HDD than providers of less popular images, since the less popular images are erased. 

Claim 14: Conversely from claim 13, providers of less popular images are entitled less 
space on the HDD that than providers of more popular images. 

Claim 15: The HDD drive and CD Rom changer are readable as a printed matter 
production system. 

Claim 16: The image server (102) reads as an acceptor of images. 

Claim 22: See remarks for claim 1 . 

Claim 23: See remarks for claim 4. 

Claim 24: See remarks for claim 1 and 8. 

Claim 25: The condition is the amount of available memory space on the HDD. This 
condition is changed based upon the popularity of images, which correlates to the number of 
orders for those images. For example, less popular images can be erased, thus changing the 
available space condition. 

Claim 26: The given condition is the available space on the HDD. This space is 
controlled by a relationship between popular images and unpopular images. The most popular 
images are supposed to be located on the HDD, and the CD-ROM changer is supposed to contain 
a copy of all the images, so how the search is fulfilled depends upon how popular an image 
actually is. More popular images are found on the HDD and less popular images are found on the 
CD-ROM changer. 

Claim 27: See remarks for claim 12. 

Claim 28: See remarks for claim 26. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 17-21 and 29-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohsawa et al. (U.S. Patent 6,509,900) in view of Nishikawa (U.S. Patent 6,421,141). 

Claim 17: Ohsawa et al. differs in that it does not include specifications for printers used 
by the users (100, 101). However, Nishikawa discloses a digital image processing and printing 
system such that could be usable by the users (100, 101) of Ohsawa et al. FIG. 13, parts 618-620 
of Nishikawa provide for an algorithm which permits the selection of an individual printer, based 
on the desired color reproduction capabilities (col. 10, lines 39-47 of Nishikawa). It would have 
been obvious to one of ordinary skill in the art to modify each of the user stations (100, 101) to 
include multiple printers and capabilities for selecting a desired printer so as to enhance the 
available options for color reproduction as taught by Nishikawa. 

Claim 18: Within the combination of Ohsawa et al. and Nishikawa, the "proposer" is the 
database of images on the HDD drive of Ohsawa et al., the "acceptor" is the imager server of 
Ohsawa et al. and the decider is the user (100, 101) of Ohsawa et al. 

Claim 19-20: Within the combination of Ohsawa et al. and Nishikawa, the selector is the 
algorithm for selecting a printer (618-620) in Nishikawa. 
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Claim 21: The system of Nishikawa can select from one of several printers having 
differing capabilities, depending upon the needs of the print job. 

Claim 29: Ohsawa et al. discloses a memory (HDD device) that stores a plurality of 
digital images. At step S205, a block of programming acts as a recorder and records the 
popularity of a given image which has been requested for retrieval. Ohsawa et al. differs in that it 
does not include specifications for printers used by the users (100, 101). However, Nishikawa 
discloses a digital image processing and printing system such that could be used by users (100, 
101) of Ohsawa et al. FIG. 13, parts 618-620 of Nishikawa provides for an algorithm which 
permits the selection of an individual printer, based on the desired color reproduction capabilities 
(col 10, lines 39-47 of Nishikawa). It would have been obvious to one of ordinary skill in the art 
to modify each of the user stations (100, 101) to include multiple printers and capabilities for 
selecting a desired printer so as to enhance the available options for color reproduction as taught 
by Nishikawa. 

Claim 30: See remarks for claim 21 . 

Claim 31: See remarks for claim 18. In addition, the storing is accomplished by the CD- 
ROM changer of Ohsawa et al. and the deciding is accomplished by the printer selection 
algorithm of Nishikawa. 

Claim 32: Permitting users (100, 101) in Ohsawa et al. access to the images is the step of 
informing users of proposals. Having one of the users make a selection of an available image is 
the step of hearing a response from the user. 

Claim 33: A plurality of images can be proposed to the users of Ohsawa et al., and any 
number of selections of desired images can be made. 
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Claim 34-35: Ohsawa et al. stores digital images in the CD-ROM changer and HDD 
system. Displaying to the users (100, 101) the images which are available is the step of 
proposing optional digital image data. Having the users select images for downloading is the step 
of accepting selections. Having the users use an algorithm from Nishikawa to select the printers 
for printing is the step of producing the printed matter. It would have been obvious to one of 
ordinary skill in the art to modify Ohsawa et al. to have the users (100, 202) to include multiple 
printers and a printer selection algorithm for the reasons previously cited herein. 

Claim 35: See remarks for claim 34. Further note that the system at the user location in 
Ohsawa et al. can change the selection of printer using the algorithm of Nishikawa. 

Claim 36: The container is the system Ohsawa et al. which includes the printers and 
printer selector of Nishikawa. It would have been obvious to one of ordinary skill in the art to 
modify Ohsawa et al. to include the printers and printer selector of Nishikawa for the reasons 
previously recited herein. In addition, binding the printed digital images, such as by a photo 
album or book is very well known in the art and would have been obvious to one of ordinary 
skill in the art as technique for storing and protecting the digital images. 

Claim 37: The system of Ohsawa et al. stores digital images. The digital images are 
proposed to users (100, 101) and selections of digital images are made by those users. Nishikawa 
et al. discloses a set of printers and printer selector for printing the digital images at the user site. 
It would have been obvious to one of ordinary skill in the art to modify Ohsawa et al. to include 
the printers and printer selector of Nishikawa for the reasons already recited herein. 

Claim 38: See remarks for claim 33. 

Claim 39: See remarks for claim 37. 
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Claim 40: See remarks for claim 37. Further note that selection changes can be made in 
the sense that printer selections can be changed. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (703) 306-5626. / 
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